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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 13 November 2007 . 
2a)l3 This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Claim(s) 1-35 and 39-80 is/are pending in the application. 

4a) Of the above claim(s) 19-21.34.40-50.52-58 and 70-80 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 1-18.22-33.35.39.51 and 59-69 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. . 

10) d The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 12, 25 and 67 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As to claim 12, recitation of a separate "illumination channel outer sheath" in addition to 
a "outer sheath" in claim 1 is indefinite since it appears that these are disclosed as being the same 
element, yet claimed as separate ones. 

As to claim 25, recitation that the "fiber optic illumination channel" (now in claim 1) 
comprises a "fiber optic device" is indefinite since it is not clear how this claim further limits 
claim 1 . In other words, reciting a "fiber optic illumination channel" in claim 1 implies use of 
fiber optics, making it unclear as to what "fiber optic device" in claim 25 is referring. 

As to claim 67, term "lens assembly" (last line) lacks antecedent basis. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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4. Claims 1-3, 5, 6, 9, 12, 15, 17, 18, 22-26, 28-31, 33, 35, 39, 51 and 59-68 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Siegmund et al. (U.S. Pat. 5,423,312) in view 
of Allred, III (U.S. Pat. 4,854,302) and further in view of Kurtzer (U.S. Pat. 5,168,863) for the 
reasons set forth in numbered paragraph 5 of the previous Office Action, paper number 
20070503. 

As to the newly added limitations to claim 1, it is noted that the language directed to "a 
probe for orthopedic diagnostic imaging", wherein the "probe" comprises the previously claimed 
elements, does not impart additional structure but only implies an intended use. Specifying that 
the illumination channel is a "fiber optic illumination channel" has been previously addressed 
(note claim 25). The illumination channel was previously described as having an "outer sheath" 
(note previous claim 12, element 37). Note that the metallic, paint or resin layer (col.3, line 62 to 
col.4, line 8) formed with the light absorbing layer would form a "inner sheath". Thus, the 
illumination channel is "positioned between an inner sheath and an outer sheath". 

Amendments to claims 28 and 51 are substantially similar and are addressed above. As 
to claim 65, sheath (37) is considered a "needle" due to its size and threaded connector (39) 
would anticipate a "locking mechanism". 

5. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Siegmund et al. jn 
view of Allred III and Kurtzer, as described above, and further in view of Woodard et al. (U.S. 
Pat. 5,947,958) for the reasons set forth in numbered paragraph 6 of the previous Office Action, 
paper number 20070503. 
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6. Claims 7, 10, 13, 14, 16 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Siegmund et al. in view of Allred III and Kurtzer for the reasons set forth in numbered 
paragraph 7 of the previous Office Action, paper number 20070503. 

7. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Siegmund et al. in 
view of Allred III and Kurtzer, as described above, and further in view of Eastman (U.S. Pat. 
5,319,731) for the reasons set forth in numbered paragraph 8 of the previous Office Action, 
paper number 20070503. 

8. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Siegmund et al. 
in view of Allred III and Kurtzer, as described above, and further in view of Strack (U.S. Pat. 
3,902,880) for the reasons set forth in numbered paragraph 9 of the previous Office Action, 
paper number 20070503. 

9. Claim 69 is rejected under 35 U.S.C. 103(a) as being unpatentable over Siegmund et al. 
in view of Allred III and Kurtzer, as described above, and further in view of Kishi et al. (U.S. 
Pat. 4,972,827) for the reasons set forth in numbered paragraph 8 of the previous Office Action, 
paper number 20070503. 

Response to Arguments 

10. Applicant's arguments filed November 13 2007 have been fully considered but they are 
riot persuasive. 
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Referring to the Siegmund reference, Applicant acknowledges that "there is no explicit 
description of the dimensions of the device described therein" and that "there is also no 
indication that the Siegmund device is anything but a device of conventional length and 
diameter". The Examiner agrees and this is the basis for the Examiner's rejections. As 
previously pointed out, Siegmund does not provide any specific dimension for the disclosed 
invention but instead suggests "interchangeable shafts of varying diameters or lengths" (col.4, 
lines 43-44). Chosen or required diameters or lengths depend in part on the intended use or 
environment, which, as purported by Siegmund, could be for viewing inside the body or inside 
industrial components (col.4, lines 13-16). Thus, the Examiner maintains the position that, 
without any specific limitation on size, it would be obvious to one of ordinary skill in the art to . 
make the Siegmund device of any size suitable for the intended purpose, and particularly sizes 
that are already known in the prior art. And as shown by Allred III, the claimed size has been 
contemplated in the endoscope art. 

Applicant's statement that "Siegmund expressly states at Col. 1, line 68 that his invention 
provides an endoscope "with comparable lengths and resolving capabilities" of the prior art" is 
slightly misleading since it is taken out of context. Although the Examiner wishes that 
Siegmund expressly makes such a statement (since it would further evidence the Examiner's 
position), Siegmund is actually comparing the cost of constructing the inventive endoscope with 
the cost of "prior art devices with comparable lengths and resolving capabilities" (note col.l, line 
66 to col. 2, line 1). Thus it would follow that construction of an 8 cm endoscope according to 
Siegmund's disclosure would cost less than construction of an 8 cm endoscope in accordance 
with prior art methods. This does not in any way teach or suggest that the Siegmund device was 
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contemplated as only being of "conventional" size and that conventional size is greater than 10 
cm. 

Regarding Applicant's position that the Yoshida and Allred references are "specialized" 
devices in which there is no disposable component, the Examiner takes the position that such 
alleged facts have no relevance on how and for what they are being relied upon. In addition, 
Applicant's generalization the Siegmund reference as a "conventional system" (note page 14, 
last paragraph of Applicant's remarks) is not warranted due to the fact that no particular size is 
even implied. 

Furthermore, Applicant's argument that there is no teaching in the references of using a 
cannula with a small diameter disposable device is questioned since at least tube (37) of 
Siegmund forms a cannula and this was pointed out in the previous rejection. It was also pointed 
out that the illumination channel was in the cannula (note Fig.l). Thus, the Examiner maintains 
the position that the combination of references does indeed show all the features of the claims. 

Conclusion 

11. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Leubecker whose telephone number is (571) 272-4769. 
The examiner can normally be reached on Monday through Friday, 6:00 AM to 2:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (571) 272-4764. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John P. Leubecker/ 
Primary Examiner 
Art Unit 3739 
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